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  Disclaimer 
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I am not a lawyer! 

          
       

  
 
          

 

While every effort has been  
made  to ensure content  
accuracy in this presentation, 
it is NOT offered  as legal  
advice. 
 
 
 
 
 Please contact  your  
 legal counsel for legal  
 advice. 
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Benefit from your idea 

       
       

        
        

           
              
       

      
             
            
       

       
             
 
 



  
 

  A great design is a protected intellectual 
property that is: 
   Ahead of the state-of-the-art 
   Useful, solves real problems 
   Expected to yield significant monetary rewards     

to the: 
 Assignee 
 Inventor  
 Licensee (if any) 
 
 

 
 

www.ltecusa.com Great designs need to 
be protected 

Definition: Great Design 
     
         

    
          

     
 

      
     

    
 

       
         

        
         

    
 

       
         

     



  
 

 “Don’t look at patents because you may be accused of 
willful infringement” 
 Willful infringement is difficult to prove:  the bar is 

very high 
 Read patents and learn from them.  You will benefit! 

 

 You (the inventor) may  be susceptible to depositions  
during litigations  (US only) 
 Chances are very low 
 

 It pays very little, it is not worth the effort 
 Consider NOT just monetary rewards 

www.ltecusa.com 
Don’t get  

Discouraged! 

 
 
 
 
 

Common Myths About Filing Patents  



Reuter 
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The Power of Patents: Example  
Reuters Business News on Nov. 10, 2015: 

 173 patents 
 Small business, few  employees 
 Quite significant income 
     from licensing revenues 

Investors / Licensees: 

Small entity can win! 
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Example: Great GaN Design in Great Package 

Just my opinion… 

      
   

 

 

 Small company 
 Small IP portfolio 
 Great design 
 Great package 
 Great execution 
 Great potential 



Aim to Invent!  
 

 Inventors always win through: 
  Resulting career advancement as professionals 
 List your patents in your resume 
 Prestige, job security, developed skill set 

  Monetary rewards (increasing trend at last!) 
 

 Find out what kind of patents are most valued  
     by your  employer 
 Inventors’ responsibility is to invent; employers’ 
     responsibility is to ascertain worth of the IP 
 

www.ltecusa.com Inventors always win! 

 
      

          
 

       
            
             
            
            
             
             
          
 
 
 
 



  
 

 Reverse Engineering defined: 
 “A  process to extract knowledge or design 

blueprints from anything man made” 
 RE = Learning 
 The product of interest  must be obtained  from 

the open market 
 Lawful RE is legal and ethical 

 Second sourcing used to be a subset of RE.   
      This is no longer true. 
 Today’s definition of second source: a company 

licensed to manufacture another company’s product. 
 RE is deeper than benchmarking or teardown 
 

The Role of Reverse Engineering (RE) 

www.ltecusa.com RE is legal and ethical 

   
      

    



  

 
 
  
 
 

Reverse Engineering (RE) for  
IP Development, Protection and Learning 

DEVELOPMENT DEPARTMENT                            IP DEPARTMENT                           

WANTS TO KNOW: 
COMPETITORS’ PRODUCTS 
AND TECHNOLOGIES                           

WANTS TO KNOW: 
COMPETITORS’ IP AND 

TECHNOLOGIES                           

ANALYZE
 
 
 
                            

ANALYZE
 
 
 
                            

LEARN 
 
 
                            

LEARN 
 
 
                            CREATE

 
 
 
                            

DEFEND
 
 
 
                            

UNDERSTAND 
                             

UNDERSTAND 
  
                            

www.ltecusa.com 
RE may be lacking glamour,  

but not the results! 

       
   

 
         

         
        



  

 
 
  
 
 
 
 
 

Read Patents and Learn from Them 
 

    1977                          1985 

Great design 
  Still sold in  
      2015!! 

Derivative design that 
builds upon Widlar’s idea. 
New IP, different inventor 

www.ltecusa.com 
Reverse engineering  

played a key role! 

       
      

 
      

       
       

  
 

       
    
     

         
     

    
     

         
     



  
 

  RE in product development phase provides 
  Competitive intelligence 
Understanding of competing technologies 

  Direction for R&D 
  In-depth understanding of the market 
  Support in product development and design   

 and design validation: 
 

 
 RE helps  
 Accelerate product development 
 Avoid costly mistakes 

 
 www.ltecusa.com RE accelerates product 

development 

RE in Product Development  



  

PROCESSOR 2-LAYER SUBSTRATE 

10-LAYER PCB 

www.ltecusa.com RE can dig down to atomic 
levels! 

          
      

         
        

 
 

     

RE Can Reach Incredible Depths 

3D model for EM field solver (PDN analysis) 



  

 
 
  
 
 

Product Design in a Competitive Environment 
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RE helps you gain  
competitive edge  

      
         

       
 

       
     

Your competitor            Your company 

RELEASED 
PRODUCT 

REDUCED TIME 
TO MARKET 

ENHANCED IP 
PROTECTION 

COMPETING PRODUCT 
UNDER DEVELOPMENT 

PATENT 

PORTFOLIO 

PRODUCT 
DEVELOPMENT 

PHASE 

PROTECTION PHASE 

MANUFACTURING 
PHASE 

PRODUCT 
DEVELOPMENT 

PHASE 

PROTECTION PHASE 

MANUFACTURING 
PHASE 

PATENT 

PORTFOLIO 

NEW 
PRODUCT 



  

 
 
  
 
 

Intellectual Property and  
the  

Evolving World of Patent 
Prosecution 
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 Intellectual Property (IP) 
 “A creation of the mind” 
 Inventions             patents 
 Circuits 
 Unique materials and processes 
 Software 
 Designs, symbols 
 Trade secrets 

 
 

Definition of Intellectual Property 

www.ltecusa.com Patents are time-limited 
monopoly 

     
 
 
 



  
 

      PATENTS 
 
 Utility    Design 
 
 

Two Main Patent Types 

www.ltecusa.com Combination can be 
powerful 

     
    

    
    

     
    

  
 
 
 

 
 
 

Most common 
 Protects function 
Many variations 
More expensive 
 Hard to prove 

infringement 
 
 

 Protects looks not 
function 

 Costs less 
 Easy to prove 

infringement 
     (substantial similarity 
     test) 
 
 



  
 

   Greatly improved, improving, and 
becoming streamlined 
   domestically 
   worldwide 

   Easy to search 
   Easy to file 
   New filing rules 
   More democratic 
 
 

www.ltecusa.com Dramatic Changes! 

Today’s Patent System Worldwide is… 



  
 

  Dramatic, impressive changes… 
 

 
 

www.ltecusa.com Regional offices  
nationwide 

The US PTO 

    
    

      

125 employees incl. 
80 examiners 
25 Trial & Appeal Brd. Judges 
Outreach & Admin Staff 
 



  

 
 
  
 
 
 
 
 

Filing Under the America Invents Act (AIA) 

2011 

AIA 

FIRST TO INVENT FIRST TO FILE 
 

 Under AIA 
 File early, use provisional application 
 Be mindful of confidentiality  (modified NDA) 
 Filing must be of high quality 
 Inventors need access to search tools  
      (IP services) 

 Focus on the essential…follow up with details 
later 

 
 

           
       

  

www.ltecusa.com Timing is critical 



  
 

   Strategic Plan (2014-2018: Budgeted objective to 
   Enhance patent quality 
   Reduce pendency 
   Enhance customer service (this is a BIG deal!) 
 IP5 Global Dossier Access (Nov. 20, 2015) 

   Examination guidance and training materials 
   Regional offices 
Workshops 
 Enhanced support for startups 
 Direct contact to the Examiner: 

https://youtu.be/i1pDYTPzI50 
 

 
 
 

www.ltecusa.com Learn about your  
regional office 

US PTO Highlights 

      
  



  
 

   Participants: USPTO, EPO, JPO, KIPO, SIPO 
  Single portal/user interface, public access to 
 Examination information 
 See all related applications 
 Dossier classification & citation data 
 Office action indicators 
 Collections view (save your docs of interest) 
 Download as you wish 

 Results: Increased efficiency, predictability, 
patent quality, higher patent values 

 http://globaldossier.uspto.gov/#/ 
 

 
 

www.ltecusa.com !Saves you time and 
money! 

About Global Dossier (IP5) 
       

     
      

     
    

      
    

    
       

     
    

   
    

      
     

     
    

    
 

      
     

http://www.fiveipoffices.org/index.html
http://www.uspto.gov/patents-getting-started/international-protection/global-dossier-initiative
http://www.uspto.gov/patents-getting-started/international-protection/global-dossier-initiative


  

 

 Virtual interviews with examiners 
 Prior art search capabilities 
 Learn about procedures 
Panel discussions 
Video conferencing 
And more…  
Local! 

 

www.ltecusa.com Learn about your  
regional office 

Activities at Regional Offices      
     

   
  

    
  

    
    

   
   

    
      

   
  

  
    

     
     

   
    

     
    

  
 



  Patent Cooperation Treaty (PCT) 

www.ltecusa.com 
Single “International” 

patent application 

145 Contracting 
States 

        
  
 

   
    

 



  

 
  
 
 
 
 
 

Filing Internationally  Under (PCT) 
 

 Facilitates filing single international application 
instead of filing country by country 
 The granting of patents is under national control 

 Draft your patent in simple English 
 It will translate to national language more 

accurately 
 Can file provisional and PCT application  at the same 

time 
 File electronically (cheaper!) 
 Can use “PCT Direct” service 
 Cost/resource efficient 

 
 
  
 
 
 
 
 

    
     
 

 

www.ltecusa.com Google PCT Direct! 



  Domestic & International Filing (PCT Direct) 

www.ltecusa.com Optimal path, cost and 
time-efficient 

145 Contracting 
States 

Step1: Nat. 1st Filing Step2: EP 1st filing 

PCT Chapt. II 
Entry Reg. and Nat. 

Phase with PPH  

Euro-PCT high priority 
direct grant 

EPO SR + SO 

PCT application + reply to SO 

WOISA 
positive? 

ISR + WOISA 

No Y 

0m 

12m 

6m 

17m 

30m 

36m 

    
     

    
    
     

 
     

   
    

 
    

 

      
    

 
!Gives you priority! 



  

Source: World International Patent Organization (WIPO) 
http://www.wipo.int/edocs/pubdocs/en/wipo_pub_941_2014.pdf 
* European Patent Office 

www.ltecusa.com China is leading! 

CHINA USA 
 

JAPAN REP. OF 
KOREA 

EPO 
* 

No. of 
apps.  
filed 

 
825,136 

 
571,612 

 

 
328,436 
 

 
204,589 

 
147,987 

     
     
         

          
 

The No. of Patent Applications in 2013 



  

www.ltecusa.com Germany  is leading! 

 

 Slowly converging national schemes 
 Rules/practices being replaced by laws 
 Few key points: 
 USA:  
 No federal laws; state laws may be applicable 
 Employee contract is key   !!Your last chance to 

negotiate to exclude certain fields!! 
 Germany: 
 Most developed  patent laws 
 Most generous remuneration system 

 Japan, China, Korea:  
 Evolving 

        
       
        

     
      

     

Remuneration Schemes: Large Variations 



  

…assignee (company): 
 Understand the current state-of-the-art 
 Understand your competitors’ and your own strengths 

and weaknesses 
 Be familiar with the new filing rules 
 File early 
 Use sound filing strategies 
 

 …inventor (you): 
 Understand the basics of IP protection & filing 
 Enhance employer’s portfolio         job security 
 Learn from patents!! 
 Be aware of your rights, rules, micro-entry status, etc.) 

 
 
 

www.ltecusa.com 

Conclusion: Maximize Rewards to the… 

You always win by filing! 



  
 

 Great designs require creativity, IP protection/policing 
 The patent prosecution system is fast evolving 

worldwide, be aware of it! 
 The “First to file” system demands timely filing  and 

new filing strategies 
 Use RE for product development and IP protection  
 RE can help set the direction of R&D, reduce time to 

market, and avoid costly mistakes 
 Inventors, build your patent portfolio!  It greatly 

enhances your own career regardless of  the actual 
impact of the individual patent 

 
 
 
 

Conclusions (cont.) 

www.ltecusa.com Thank you! 
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